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Office Action Summary 



Application No. 

09/191,708 



Examiner 

Joe Logsdon 



Applicant(s) 

GARG ET AL. 



Art Unit 

2662 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- tf the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely Tiled, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )El Responsive to communication(s) filed on 21 May 2002 . 
2a)D This action is FINAL. 2b)IS This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) 13 Claim(s) 1-22 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) E3 Claim(s) 1-22 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 



3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 



1) C] Notice of References Cited (PTO-892) 

2) CD Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) CD Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 



4) O Interview Summary (PTO-41 3) Paper No(s). 

5) [Zl Notice of Informal Patent Application (PTO-1 52) 

6) D Other: 



U.S. Patent and Trademai* Office 
PTO-326 (Rev. 04-01) 



Office Action Summary 



Part of Paper No. 14 



Application/Control Number: 09/1 9 1 ,708 Page 2 

Art Unit: 2662 

Objections: 

1. The amendment filed 29 January 2002 is objected to under 35 U.S.C 132 because it 
introduces new matter into the disclosure. 35 U.S.C. 132 states that no amendment shall 
introduce new matter into the disclosure of the invention. The added material which is not 
supported by the original disclosure is as follows: "A physical embodiment for the input and 
output bit maps may be realized by . . . of the illustrative embodiment." This sentence was 
apparently introduced to obviate the last paragraph of the enablement rejection and therefore 
constitutes new matter. 

Applicant is required to cancel the new matter in the reply to this Office Action. 



Claim Rejections— 35 U.S.C. 112, First Paragraph: 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

3. Claims 1-15, 18, 19, 21, and 22 are rejected under 35 U.S.C 1 12, first paragraph, as 
containing subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 

Claims 1, 5, 6, 1 1, 18, and 21 each replace "one" or "an" with "any." In particular, they 
each specify that any input position (or positions) is (are) selected and any output position (or 
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positions) is (are) selected. The disclosure as originally filed does not teach this feature. Claims 
2-4, 7-10, 12-15, 19, and 22 depend on claims 1, 5, 6, 11, 18, and 21 and are therefore similarly 
rejected. 

4. Claims 1-22 are rejected under 35 U.S. C. 112, first paragraph, as containing subject 
matter which was not described in the specification in such a way as to enable one skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

Claims 1, 5, 6, 1 1, 16, and 20 use the term "time slot." The specification fails to define 
"time slot" as it relates to the claimed invention. For example, consider Fig. 7, which is discussed 
on pages 12 and 13 of the specification. In Fig. 7, it is stated in parentheses, "One time slot at a 
time " The significance, and indeed meaning, of "time slot" is unclear; one may guess that 32 
bits arrive in each "time slot" or that 32 bytes arrive in each "time slot " In this case perhaps 32 
multiplexers are active in each of the 24 time slots; in the former case each multiplexer selects 
one bit per time slot, and in the latter case each multiplexer selects a string of 8 bits per time slot. 
One may instead guess that only one bit arrives in each "time slot" on the 32-bit bus. In this case 
perhaps only one multiplexer is active in each time slot. One of ordinary skill in the art would 
have no way of determining the number of time slots that are being used for any specific 
embodiment. The specification therefore fails to enable one skilled in the art to make or use the 
invention as claimed. 

It is impossible for data from any of N input positions arranged as T time slots on R rails 
to be switched to any of M output positions arranged as T2 time slots on R2 rails, as specified in 
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the claims, unless the data are the same at all N input positions (we neglect the possibility of 
frequency division or code division multiplex, which are not addressed in the specification). If 
data from one of the N input positions are distributed to a specific set of P output positions, then 
only M-P output positions remain for the remaining N-l input positions. Therefore, given that 
one of the N input positions has a choice of P of the M output positions, the remaining N-l input 
positions cannot each also have M possible output positions. The specification therefore does not 
explain how data from any of N input positions can be output to any of M output positions. 

Furthermore, the apparatus and its method of use, as described in claims 1, 5, 6, 11, 16, 
and 20, is sufficiently complex that a reasonably detailed description, including a set of detailed 
drawings, is necessary to enable one of ordinary skill in the art to make or use the invention as 
claimed. According to Van Hoogenbemt, the selector circuitry is very complex (column 1, lines 
21-25; column 1, lines 35-40). The selector circuitry depicted as 701 in Fig. 7 lacks enabling 
detail because it fails to teach a design of the selector that would allow the selector to perform its 
intended function. As described on pages 5 and 6 of the specification, the figures only provide 
functional level block diagrams of the claimed invention. The specification therefore fails to 
enable one of ordinary skill in the art to make or use the invention as claimed. 

Claims 2-4, 7-10, 12-15, 17-19, 21, and 22 depend on claims 1, 5, 6, 1 1, 16, and 20 and 
are therefore similarly rejected. 

Furthermore, claims 7, 8, 12, and 13 describe "bit maps." Although the specification 
states, on page 11, lines 22-27, that input and output data bits can be represented by a matrix 
referred to as a bit map, as depicted in Fig. 6, the specification nowhere offers a physical 
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embodiment for the bit maps. The specification provides no working example and no explanation 
that might enable one of ordinary skill in the art to make or use the invention as claimed. 



Claim Rejections— 35 U.S.C. 103(a): 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



6. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

7. Claims 16, 17, and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Van Hoogenbemt. 

With regard to claim 20, Van Hoogenbemt discloses an interfacing device that extracts M 
outgoing sets of bits (bit packs) out of N incoming sets of bits (abstract). According to one 
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embodiment there are M multiplexers in the interfacing device; each multiplexer (a selection 
block) selects one of its N-M+l inputs to place at the output (column 2, lines 37-45). Although 
Van Hoogenbemt does not explicitly state the number of time slots or the number of input or 
output rails, the interfacing device inherently uses some number, T, of time slots for the input; 
some number, T2, of time slots for the output; some number, R, of input rails; and some number, 
R2, of output rails. Van Hoogenbemt fails to teach that the number of inputs to each multiplexer 
is the same as the number of input rails. It would have been obvious to one of ordinary skill in 
the art to modify the invention of Van Hoogenbemt so that the number of inputs to each 
multiplexer is the same as the number of input rails because through appropriate modification of 
the selection inputs to the multiplexers any combination of inputs could be output from the set of 
multiplexers, and any change in strategy could easily be implemented through modification of 
software that controls the selection inputs. 

With regard to claims 16 and 17, Van Hoogenbemt discloses an interfacing device that 
extracts M outgoing sets of bits (bit packs) out of N incoming sets of bits (abstract). According to 
one embodiment there are M multiplexers in the interfacing device; each multiplexer (a selection 
block) selects one of its N-M+l inputs to place at the output (column 2, lines 37-45). Although 
Van Hoogenbemt does not explicitly state the number of time slots or the number of input or 
output rails, the interfacing device inherently uses some number, T, of time slots for the input; 
some number, T2, of time slots for the output; some number, R, of input rails; and some number, 
R2, of output rails. Van Hoogenbemt fails to teach that the number of inputs to each multiplexer 
is the same as the number of input positions and that the number of multiplexers is the same as 
the number of output data rails. It would have been obvious to one of ordinary skill in the art to 
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modify the invention of Van Hoogenbemt so that the number of inputs to each multiplexer is the 
same as the number of input positions to the interface device, and the number of multiplexers is 
the same as the number of output data rails, because through appropriate modification of the 
selection inputs to the multiplexers any combination of inputs could be output from the set of 
multiplexers, and any change in strategy could easily be implemented through modification of 
software that controls the selection inputs. 



Response to Arguments: 

8. Applicant amended several of the claims apparently in response to the following 
argument presented in the Response to Arguments section of the final Office Action: "Applicant 
argues that Tocci does not anticipate the claims because Tocci teaches only one input. Applicant 
maintains that the preamble of the claims, which for claim 1 recites, 'Apparatus for switching 
data from any of a plurality of inputs to any of a plurality of outputs' limits the claims to 
apparatuses comprising more than one input. But this quoted preamble in no way suggests that 
the apparatus comprises more than one input. The preamble merely specifies that the apparatus 
has a certain purpose, i.e., for switching data from any of a plurality of inputs (inputs to an 
apparatus which is not necessarily the claimed apparatus) to any of a plurality of outputs (outputs 
from an apparatus which is not necessarily the claimed apparatus). . . Applicant notes that Tocci 
fails to teach several input data lines. But the claims likewise fail to teach this element, as 
explained above." 
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The prior art rejections of the amended claims have therefore been withdrawn. The same 
claims, are, however, rejected for lack of written description, as explained in this Office Action. 
Applicant's arguments with regard to the amended claims are therefore moot. The claims that are 
still rejected over prior art were not amended. Applicant fails to argue that these remaining 
claims should not be rejected over the prior art, except by stating that they are similar to the 
amended claims. 

Applicant objects to the use of Van Hoogenbemt to support the enablement rejection. 
According to Applicant, Van Hoogenbemt's statement that "the selector circuitry is very 
complex" is irrelevant because Applicant's "selector circuitry only contains illustratively a 32 to 
one multiplexer, an exclusive or gate, and a latch." But nowhere in the disclosure is there any 
suggestion that the selector circuitry is limited to containing only these components. 

As Applicant argues, it is true that some selector circuitry may now (in 2002) be well 
known in the art. But the issue is not whether just any selector circuitry is well known in the art 
in 2002. The issue is whether the selector circuitry that performs as claimed was well known in 
the art at the time of the claimed invention. 

Applicant argues that the patent referred to by Van Hoogenbemt is outdated. But in the 
Summary section, Van Hoogenbemt states, "[I]t is an object of the present invention to realize an 
interfacing device . . . wherein the hardware complexity of the selection means is reduced 
significantly." This statement suggests strongly that the problem of complexity of the selection 
circuitry was still current as of 1997 or 1998, which are the foreign filing year and the U.S. filing 
year, respectively. 
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Applicant relies on the amendment to the specification to argues that a physical 
embodiment for the bit maps is provided in the specification; this amendment to the 
specification, however, adds new matter to the specification and is therefore objected to. 



Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph Logsdon whose telephone number is (703) 305-2419. The 
examiner can normally be reached on Monday through Friday from 1 :00 pm to 9:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hassan Kizou, can be reached at (703) 305-4744. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 305-4700. 

10. Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 
Or faxed to: 
(703) 872-9314 

For informal or draft communications, please label "PROPOSED" or "DRAFT". 
Hand-delivered responses should be brought to Crystal Park II, 2121 Crystal Drive, 
Arlington, VA, Sixth Floor (Receptionist). 



Application/Control Number: 09/ 1 9 1 ,708 
Art Unit: 2662 



Joe Logsdon 
Tuesday, June 18, 2002 




